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Re: SN 79/142,368

This is in response to the Office action dated December 16, 2014, in which the Examining
Attorney refused registration of Applicant's mark on the basis it is confusingly similar to the
mark depicted in Reg. No. 0987576.

Based upon Applicant’s arguments in the record and the submitted consent to register agreement
executed by the cited registrant, Applicant respectfully requests that the Examining Attorney
withdraw the refusal based upon Section 2(d) of the Act and approve its mark for publication in
the Official Gazette.

Consent Agreement

Applicant submits herewith a consent agreement signed by the cited registrant (the “Consent
Agreement”). The parties have investigated each other and have determined that confusion
between their respective marks 1s unlikely for the reasons stated in the submitted Consent
Agreement.

The Court of Appeals for the Federal Circuit has clearly indicated that a consent agreement
between two parties 1s to be accorded great weight, and that the Office should not substitute its
judgment concerning likelihood of confusion for the judgment of the real parties in interest
without good reason, that is, unless the other factors clearly indicate a finding of likelihood of
confusion. See Amalgamated Bank of New York v. Amalgamated Trust & Savings Bank, 842
F.2d 1270, 6 U.S.P.Q.2d 1305 (Fed. Cir. 1988).

In light of the submitted Consent Agreement, it is respectfully requested that the refusal to
register Applicant’s mark on the ground of likelihood of confusion with the cited mark be
withdrawn.



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Application of

Mark 5 W WITTE SOLINGEN GERMANY & Design
Applicant i Kurt Reiner Witte GmbH & Co. KG

Serial No. : 79142368

Filed : November 18,2013

Attorney : Kamal Preet

Law Office 112

Atty. Docket 075709.00042

Assistant Commissioner for Trademarks
Sir;
CONSENT TO REGISTRATION

This letter will confirm that Industrie- und Handelskammer Wuppertal-Solingen-
Remscheid Corporation (“IK WSR™), a corporation of the Federal Republic of Germany, hereby
consents to registration of the trademark W WITTE SOLINGEN GERMANY & Design (“Witte
Mark™), the subject of the above-referenced United States trademark application Serial No.
79142368 (“Witte Application”), owned by Kurt Reiner Witte GmbH & Co. KG (“Witte”). As

an officer of IK WSR, I am authorized to grant such consent on its behalf,

IK WSR owns U.S. certification mark Registration No. 0987576 for SOLINGEN (“IK
WSR Mark”). It is our understanding that Reg. No. 0987576 has been cited against the Witte
Application as a basis for refusal to register on the grounds of confusing similarity. It is our
opinion that, given the quality level and price of the products sold under the Witte Mark, the
sophistication of the relevant buyers of the goods of this nature, and the differences between the
two marks, the Witte Mark is not confusingly similar to the IK WSR Mark, Further, although the
IK WSR Mark, a certification mark, and the Witte Mark have been used in overlapping
geographic territories for years, both nationally and internationally, IK WSR is not aware of any

instances of actual confusion.
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A, Sophisticated Nature of Witte’s Goods and Buyers of Witte’s Goods.

As stated in the Witte Application, we understand that Witte uses the Witte Mark in
connection with a wide array of high-quality cutlery, including scissors, knives, and tweezers, as
well as pet grooming products. Such high-quality cutlery is relatively costly, in comparison to
average-quality cutlery. Witte’s customers typically are professional stylists and pet groomers.
Because of the relatively high cost associated with the products sold under the Witte Mark, such
purchasers exercise a relatively high degree of care and consideration in making a purchasing

decision,

The IK WSR Mark is likewise used for quality cutlery originating in the area of Solingen,
Germany. The highly specialized products sold under the Witte Mark typically are sold to niche

markets in which the product providers are well known to the purchasers of the products.
B. Channels of Trade.

Given the sophisticated nature of the products provided by Witte under the Witte Mark,
Witte does not advertise its products over mass media, or provide its products through consumer-
oriented retail outlets. Rather, Witte advertises in trade publications and uses direct marketing.
Consequently, it is highly unlikely that in the marketplace, the Witte Mark would appear side by
side, or in close physical proximity to a user of the IK WSR Mark.

C. The IK WSR Mark and the Witte Mark are Distinguishable.

The Witte Mark comprises a large letter “W” in which a pair of scissors forms the center
portion, with the name WITTE in smaller letters immediately below it. In much smaller letters,
the words SOLINGEN GERMANY appear below the name WITTE. This W symbol clearly is
the dominant feature of the Witte Mark, and in combination with the name WITTE make up
almost the entirety of the Witte Mark. The words SOLINGEN GERMANY make up a very
minor component of the Witte Mark. Because the words SOLINGEN and GERMANY are of

equal size and type font, the two words are taken together, and the clear import to a purchaser is
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that they name the geographic location of the source of the cutlery products sold under the Witte

Mark, rather than serve a trademark or cettification mark significance.

In view of the foregoing, the Witte Mark is quite different in appearance from the IK
WSR Mark, which is simply the word SOLINGEN,

D. Both Witte and Users of the IK WSR Mark Operate in the Same Geographic
Territory.

Both Witte and the users of the JK WSR Mark use the two marks in connection with
products in commerce with the United States which are produced according to the Solingen
decree (German law gazette I 1994, p.3833), We are informed that Witte has been using the
Witte Mark for many years in the United States, and the [K. WSR Mark has been used by users in
the United States since 1853, Despite the years of co-existence of the marks in the United States
marketplace, we are not aware of any instances in which prospective purchasers of the products

have mistaken Witte for a user of the IK WSR mark, and vice versa.

For the foregoing reasons, Industrie- und Handelskammer Wuppertal-Solingen-
Remscheid Corporation (“IK WSR”) hereby consents to the registration of the Witte Mark in the
United States as per the Witte Application in relation to goods produced according to the
Solingen decree (German law gazette 1994, p. 3833) and the Regulations of the Chamber of
Industry and Commerce Wuppertal-Solingen-Remscheid for the Use of the Community

Collective Mark “Solingen” of November 30™ 2005 in the valid version.
Sincerely,

Industrie- und Handelskammer Wuppertal-Solingen-Remscheid Corporation

N
Name: M/@/\/éé /l‘ 7,
Title: Cgﬁ/@

~
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